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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group 1 , claims 1-15 in the reply filed on 
05/01/2009 is acknowledged. The traversal is on the ground(s) that the reference fails 
to disclose that the aluminum oxide is complete or near -complete parallel orientation 
and titanium oxide is not transparent. The Examiner respectfully submits that the flake 
aluminum pigment usually has an aspect ratio of 50-500, therefore the pigment is near 
parallel orientated. As for the argument that the titanium oxide is general used as 
opaque pigment, the Examiner respectfully submits that titanium oxide can be 
transparent. The requirement is still deemed proper and is therefore made FINAL. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 1 , the term "near-complete" in claim 1 is a relative term which 
renders the claim indefinite. The term "near-complete " is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 
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Regarding to claim 4 it is not clear the thickness of the particles (A). The particle 
thickness is 50 micron or in a range including 50 micron? The Examiner treats the 
thickness as less than 50 micron. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 1-3 and 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP2004-1 7581 3 to Takano (The English language equivalent, U.S. Patent No. 
7,485,674, will be used for the citation of column and line.) 

Regarding claims 1 and 5, Takano disclose a composition comprises aluminum 
flake pigment with a diameter of 1-100 micron and a thickness of 0.01-5 micron and a 
resin powder. (Abstract and col. 5, lines 9-17) The resin can be elected from acrylic 
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acid, methacrylic ester, and acrylic ester, because a coat attaining transparency, 
adhesiveness, weather resistance, and chemical resistance is formed, (col. 7, lines 7- 
10). 

The reference differs from Applicant's recitations of claims by not disclosing 
identical ranges (the ratio of the diameter to thickness is in the range of 1 00-1 0). 
However, the reference discloses "overlapping" ranges (0.02-10000), and overlapping 
ranges have been held to establish prima facie obviousness (MPEP 2144.05). 

Regarding claim 2, the amount of the aluminum pigment to the resin is smaller 
than 50:1, and this overlaps the range of 1:1 to 1 :10.(col.7, lines 15-26) 

Regarding claim 3, the aluminum pigment is in the range of 1-100 micron, which 
overlaps the range of 50-300 micron. (Abstract and col. 5, lines 9-17) 

Regarding claim 6, Takano disclose that an oligomer binder, which bonds the 
flake pigment and resin, is used in the composition, (abstract) 

Regarding claim 7, Takano disclose that terpene/phenol-type resin et al. is being 
used as a binder, (col. 8, lines 5-21) 

Regarding claim 8, Takano disclose that an additive can be contained on the 
surface of the flake pigment, (col. 5, lines34-35) 

Claims 1, and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overDE 10027293. 

Regarding claims 1, and 13, DE'293 discloses a pigment composition containing 
a platelet aluminum effect pigment coated with polymer and a transparent powdery 
coating. The aluminum pigment's property has a ratio of thickness to diameter in a 
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range off 0.02-0.002(evidence by the search report). The polymer coating is a leaflet- 
shape particle. The aluminum platelet effect pigment is coated on the polymer-the 
leaflet-shape particle. The effect pigment has an aspect ratio of 1/0.02=50 to 
1/0.002=500 (i.e. this reads on leaflet-shaped). The transparent particles can be resin 
or titanium oxide. (Page 3 paragraph 5, page 4 paragraph 10) The reference differs 
from Applicant's recitations of claims by not disclosing identical ranges (the ratio of the 
diameter to thickness of 100-10). However, the reference discloses "overlapping" 
ranges (50-500), and overlapping ranges have been held to establish prima facie 
obviousness (MPEP 2144.05). 

Regarding to claim 14, it is noted that claim 14 is a product-by-process claim. 
Eventhough product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 77F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

Claims 1-8 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 2004/0191 198 A1 to Hochstein et al., in view of WO 02/090448. (The English 
language equivalent, U. S. Patent No. 7, 226, 503, will be used for the citation of column 
and line.) 
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Regarding claims 1, 3-5, and 12-13, disclose a pigment mixture comprising 
component A and component B. The component A comprises of an effect pigment. The 
effect pigment comprises glass flake. The glass flake is coated with one or multiple 
layers, such as titanium oxide coating. The glass flake has a thickness of less than 1 
micron and a size of 10-80 micron. The component B comprises of spherical colorant or 
filler. The component B can be a transparent substrate. But they are silent about the 
effect pigment aspect ratio as applicant set forth in claim 1 . 

However, Anselmann et al, also dawn to glass effect pigment, disclose that the 
glass flake pigment in general has a one or two layer coating with a layer thickness of 
up to 1 micron. The glass flake has a thickness of less than 1 micron and a diameter 
size of 5-150. 

Therefore, it would have been obvious one of ordinary skill in the art at the time 
of invention by applicant to use the aspect ratio of Anselmann et al. in the teaching of 
Hochstein et al., motivated by the fact that Anselmann et al., also dawn to glass flake 
effect pigment, disclose that such pigment has advantageous application properties 
(col. 2, lines 27-30). 

Regarding claim 2, Hochstein et al. disclose that the ratio of glass flake (A) to the 
component B is from 1:10 to 10:1. ([0031]) 

Regarding claims 6-8, Hochstein et al. disclose that the effect pigment has a 
protective coating (binder) such as polyethylene and silicones. ([0018]) 

Regarding claim 14, it is noted that claim 14 is a product-by-process claim. 
Eventhough product-by-process claims are limited by and defined by the process, 
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determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 77F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

Regarding claim 15, Hochstein et al. disclose that all the spherical particles can 
be used as component B. ([0019]). 

Claims 9 -1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
US 2004/0191 198 A1 to Hochstein et al., in view of WO 02/090448., further in view of 
U. S. Patent No. 5,565,025 to Schraml-Marth. 

Regarding claims 9-11, combined teaching of Hochstein et al. and WO'448 
discloses a composition as applicant sets forth in claim 1 . It is noted that claims 9 and 
11 are a product-by-process claims. Eventhough product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 77F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985) 
(citations omitted).Anselmann et al. disclose that the coating layer thickness on the 
glass flake is up to 1 micron. But they are silent that the glass flake comprises a 
transparent layer as applicant set forth in claims 9-1 1 
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However, it would have been obvious to one of ordinary skill in the art at the time 
of invention by applicant to use transparent titanium oxide in the composition, motivated 
by the fact that Schraml-Marth, also drawn to pigment, discloses that transparent 
titanium oxide has good UV absorbing property (col .2, lines 12-17). 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2003/0008963 to Hashizume in view of U. S. Patent No. 6,017,989 to Malm et al. 

Regarding claims 1 , 5 and 12-13, Hashizume disclose that a composition 
comprises aluminum flake pigment (effect pigment) and rounded resin particles can be 
used in auto industry (abstract, [0001]). Example of the powder resin includes polyester 
or acrylic resin resins ([0008]). The effect pigment has an aspect ratio of 5-100 [0013]). 
But they are silent about the resin is transparent. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention by applicant to use transparent resin in the composition of Hashizume, 
motivated by the fact that Malm et al, also drawn to effect pigment and resin 
composition, disclose that resin, when it is transparent, can be used in the automotive 
market and be colored to match the appearance of the painted exterior of the vehicle, 
while maintaining physical properties suited to the particular application, (col. 1, lines 
30-40). 

Regarding claim 2, Hashizume disclose that the aluminum flake effect pigment 
amount is about 0.1-30 part per 100 part resin. ([0015]) 
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Regarding claim 3, Hashizume disclose that the aluminum pigment has a size of 
5-50 micron. ([0013]) 

Regarding claim 4, Hashizume disclose that the aluminum pigment has a 
thickness of 0.1 to 5 micron. ([0013]) 

Regarding claims 6-7, Hashizume disclose that the effect pigment can be coated 
a coating of polymer such as acrylic polymer, which is transparent. ([0010]) 

Regarding claims 8- 9, Hashizume disclose that the effect pigment can be coated 
with a layer of color pigment layer (additive) and a coating of polymer such as acrylic 
polymer ([0010]), which is transparent. Malm et al, disclose the colorant used in the 
resin -effect pigment composition should be transparent (col. 6, lines 45-53). "Product 
by Process claims do not patentably distinguish the product of reference even though 
made by a different process." In re Thorpe , 227 USPQ 964. 

Regarding claim 10, since the total pigment thickness is in the range of 0.1-5 
micron, it is reasonable to expect that each layer of the effect pigment is less than 5 
micron. 

Regarding claim 1 1 , Hashizume disclose that the effect pigment can be coated 
with a coating of polymer such as acrylic polymer (binder) ([0010]). "Product by Process 
claims do not patentably distinguish the product of reference even though made by a 
different process." In re Thorpe , 227 USPQ 964. 

Regarding claim 14, it is noted that claim 14 is product-by-process claims. 
Eventhough product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 77F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

Regarding claim 15, Hashizume disclose that the resin powder has a size of 10- 
100 micron. ([0008]) 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHUANGYI ABU ALI whose telephone number is 
(571)272-6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/595,105 Page 1 1 

Art Unit: 1793 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 



/Shuangyi Abu-Ali/ 
Examiner, Art Unit 1793 



